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DETAILED ACTION 
Information Disclosure Statement 

1 . The information disclosure statement submitted on 9/1 3/2004 been considered 
by the Examiner and made of record in the application file. 

Preliminary Amendment 

2. The present Office Action is based upon the original patent application filed on 
10/24/2003 as modified by the preliminary amendment filed on 9/13/2004. Claims 1 - 
35 are now pending in the present application. 

Claim Rejections - 35 USC § 102 

3. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

Claims 1 - 5 are rejected under 35 U.S.C. 102(e) as being anticipated by Feder 
et al. (U.S. Application # 2004/0142693). 

Consider claim 1 , Feder et al. disclose a method of selecting a system (read as 
base station transceiver system; see abstract) in a mobile station comprising: 
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scanning the environment for available communication systems (read as base 
station transceiver system; see abstract) to provide service for the mobile station; 

checking (read as identifying) each available system (read as base station 
transceiver system) detected in step S10 (see figure 2), to a list of allowable systems in 
the mobile client (read as mobile station; see [0020]) and determine if the systems are 
valid according to a Service Level Agreement or SLA from the primary service provider 
(read as identifying a base station that provides a predetermined service and by default 
identifying base station that fall to provide the predetermined service; [0020 - 0021]); 
and 

selecting a 3G system (read as first base transceiver station) over WLAN system 
(read as second base transceiver station) since SLA from the service provider prefers a 
3G system (read as second base transceiver station fails to provide the predetermined 
service; [0052]). A preference level Is set by the service provider, which prefers a 3G 
system (based on data rate, signal quality, etc.; see [0059 - 0068]) to any other system 
and is hereby construed as selecting a first base station since the second base station 
fails to provide the predetermined service. 

Consider claim 2 as applied to claim 1 , Feder et al. disclose that the SLA 
preference from the service provider prefers a 3G service (read as predetermined 
communication service; 0052]). 

Consider claim 3 as applied to claim 1, Feder et al. disclose a set of ranges for 
Ec/lo measurements (read as signal quality; [0059]) and based on the ranges, system 
(read base station) priorities are set as "High", "Medium", and "Low" (see [0059 - 0068]) 
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and thus a system is selected (read base station). In addition, Feder et al. further 
disclose a aile table (see [0073] and table 3) to store in the mobile client to select a 
system that is a 3G system (read as first system) when there is a choice between a 
3Glow and an 802.1 1 low (read as second base station). For clarity, referring to 
paragraph [0062] if the Ec/lo measurement is -9dB (read as better than a minimum 
threshold) for a 3G system (read as first base station) and -7dB for a 802.1 1 system 
(read as second base station) while being in the same range "LOW" a 3G system will be 
selected based on rule table 3 even though the signal quality is better for the 802.1 1 
system. 

Consider claims 4 and 5 as applied to claim 1 , Feder et al. disclose that a user 
initially subscribes and then receives a preference mle update from the primary service 
provider (see [0054]). Therefore the mobile station could be subscribed to any system 
or network, 3G or 802.1 1 (read as predetenmined service) initially. Then once the 
preference rules are stored in the mobile station the mobile can connect to a 3G system 
(read as first base station) according to the rules in table 3 where a 3G system is 
selected even when the EJIq measurement (read as signal quality) is better or worse 
than the Initial system or network (see [0059 - 0068] and table 3). 

Claim Rejections - 35 USC § 103 

a. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for 
all obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
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invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the Invention was made. 

4. The factual inquiries set forth in Graham v. John Deere Co,, 383 U.S. 1 , 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

5. This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 
the various claims was commonly owned at the time any inventions covered therein 
were made absent any evidence to the contrary. Applicant is advised of the obligation 
under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 
not commonly owned at the time a later invention was made in order for the examiner to 
consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e). (f) or (g) 
prior art under 35 U.S.C. 103(a). 

Claims 6-10 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Feder et al. (U.S. Application # 2004/0142693) as applied to claims above, and further 
in view of Einola et al. (International Publication # 01/22764). 

Consider claim 6 as applied to claim 1 , Feder et al. fail to disclose acts of 
producing and sending a list of one or more handoff candidate identifiers to a serving 
base station transceiver system which excludes an identifier for the second base station 
transceiver system. 
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In the related field of endeavor, Einola et al. disclose sending a CLASSMARK 
UPDATE message (read as list of handoff candidate identifiers) from the MS (16) (read 
as mobile station) to the BSC (18) (read as base station), which would exclude a list of 
networks not eligible for handover according to a set of preferences (read as second 
base station failing to provide predetermined communication service; see pg. 12, lines 1 
-33). 

Therefore, it would have been obvious to a person of ordinary skill in the art at 
the time the invention was made to modify the teachings of Feder et al. with the 
teachings of Einola et al. in order to assist the base station in the handover process and 
reduce the burden of processing at the mobile station. 

Consider claim 7. Feder et al. disclose a method of selecting a system (read as 
base station transceiver system; see abstract) in a mobile station comprising: 

scanning the environment for available communication systems (read as base 
station transceiver system; see abstract) to provide service for the mobile station; 

checking (read as identifying) each available system (read as base station 
transceiver system) detected in step S10 (see figure 2), to a list of allowable systems in 
the mobile client (read as mobile station; see [0020]) and detenmine if the systems are 
valid according to a Service Level Agreement or SLA from the primary service provider 
(read as identifying a base station that provides a predetermined service and by default 
identifying base station that fail to provide the predetermined service; [0020 - 0021]). 

Feder et al. fail to disclose producing and sending a list of one or more handoff 
candidate identifiers to a serving base station transceiver system which excludes an 
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identifier for at least one base station transceiver system based on its failure to provide 
the predetermined digital communication service. 

In the related field of endeavor, Einola et al. disclose sending a CLASSMARK 
UPDATE message (read as list of handoff candidate identifiers) from the MS (16) (read 
as mobile station) to the BSC (18) (read as base station), which would exclude a list of 
networks not eligible for handover according to a set of preferences (read as second 
base station failing to provide predetermined communication service; see pg. 12, lines 1 
-33). 

Therefore, it would have been obvious to a person of ordinary skill in the art at 
the time the invention was made to modify the teachings of Feder et al. with the 
teachings of Einola et al. in order to assist the base station in the handover process and 
reduce the burden of processing at the mobile station. 

Consider claim 8 as applied to claim 7, Feder et al. that the SLA preference from 
the service provider prefers a 3G service (read as predetermined communication 
service; 0052]). 

Consider claim 9 as applied to claim 7, Feder et al. fail to disclose the 
predetermined digital communication service comprises a Second Generation (2G) 
communication service. 

In the related field of endeavor, Einola et al. disclose a GSM service (read as 
second-generation communication service; see pg. 1 1 , lines 23 - 34). 

Therefore, it would have been obvious to a person of ordinary skill in the art at 
the time the invention was made to modify the teachings of Feder et al. with the 
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teachings of Einola et al. in order to provide handoff service to and from existing 2G 
service and not render the 2G wireless communication network obsolete which would 
be a waste of resources. 

Consider claim 10 as applied to claim 7, Feder et al. fail to disclose that the list 
is sent as part of one of an origination message, a page response message, and a pilot 
strength measurement message. 

In the related field of endeavor, Einola et al. disclose CLASSMARK UPDATE 
message (read as one of origination message or page response message; see pg. 12, 
lines 21 -26). 

Therefore, it would have been obvious to a person of ordinary skill in the art at 
the time the invention was made to modify the teachings of Feder et al. with the 
teachings of Einola et al. in order to use an existing technique to conserve resources. 

Claims 11 - 15, 17, 23 - 27, and 29 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Feder et al. (U.S. Application # 2004/0142693) in view of Pecen et 
al. (U.S. Publication #2004/0097233). 

Consider claims 11 and 23 Feder et al. disclose a method of selecting a system 
(read as base station transceiver system; see abstract and figure 1 ) in a mobile station 
comprising: 

scanning the environment for available communication systems (read as base 
station transceiver system; see abstract) to provide service for the mobile station; 

checking (read as identifying) each available system (read as base station 
transceiver system) detected in step 810 (see figure 2), to a list of allowable systems in 
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the mobile client (read as mobile station; see [0020]) and determine if the systems are 
valid according to a Service Level Agreement or SLA from the primary service provider 
(read as identifying a base station that provides a predetermined service and by default 
identifying base station that fail to provide the predetermined service; [0020 - 0021]); 
and 

selecting a 3G system (read as first base transceiver station) over WLAN system 
(read as second base transceiver station) since SLA from the service provider prefers a 
3G system (read as second base transceiver station fails to provide the predetermined 
service; [0052]). A preference level is set by the service provider, which prefers a 3G 
system (based on data rate, signal quality, etc.; see [0059 - 0068]) to any other system 
and is hereby construed as selecting a first base station since the second base station 
fails to provide the predetermined service. 

Feder et al. fail to disclose a controller, radio frequency (RF) transceiver circuitry 
coupled to the controller, the RF transceiver circuitry including a receiver and a 
transmitter, and the mobile station using the controller and the RF transceiver circuitry 
to select a base station transceiver system for communication. 

In the related field of endeavor, Pecen et al. disclose a mobile station in a 
wireless communication system comprising a controller (206) and an RF transceiver 
(204) in the mobile station (see figure 2) to control the selection of a cell (see abstract). 

Therefore, it would have been obvious to a person of ordinary skill in the art at 
the time the invention was made to modify the teachings of Feder et al. with the 
teachings of Pecen et al. in order to provide a hardware system to carry out the method. 
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Consider claims 12 and 24 as applied to claims 1 1 and 23, Feder et al. disclose 
that the SLA preference from the service provider prefers a 3G service (read as 
predetermined communication service; 0052]). 

Consider claims 13 and 25 as applied to claims 1 1 and 25, Feder et al. disclose 
a set of ranges for EJlo measurements (read as signal quality; [0059]) and based on the 
ranges, system (read base station) priorities are set as "High", "Medium", and "Low" 
(see [0059 - 0068]) and thus a system is selected (read base station). In addition, Feder 
et al. further disclose a rule table (see [0073] and table 3) to store in the mobile client to 
select a system that is a 3G system (read as first system) when there is a choice 
between a 3Glow and an 802.1 1 low (read as second base station). For clarity, referring 
to paragraph [0062] if the Ec/lo measurement is -9dB (read as better than a minimum 
threshold) for a 3G system (read as first base station) and -7dB for a 802.1 1 system 
(read as second base station) while being in the same range, "LOW", according to 
paragraph [0062], a 3G system will be selected based on rule table 3 even though the 
signal quality is better for the 802.11 system. 

Consider claims 14-15 and 26 - 27 as applied to claims 1 1 and 23, Feder et al. 
disclose that a user initially subscribes and then receives a preference rule update from 
the primary service provider (see [0054]). Therefore the mobile station could be 
subscribed to any system or network, 3G (first base station) or 802.1 1 (second base 
station) (also read as predetermined service) initially. Then, once the preference rules 
are stored in the mobile station the mobile can connect to a 3G system (read as first 
base station) according to the rules in table 3 where a 3G system is selected even when 
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the Ec/lo nneasurement (read as signal quality) can be better or worse than the initial 
system or network (see [0059 - 0068] and table 3). 

Consider claims 17 and 29 as applied to claims 1 1 and 23, Feder et al. disclose 
various 3G systems including cdma2000 (see [0016]). 

Claims 16, 18 - 22, 28, 30 - 35 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Feder et al. (U.S. Application # 2004/0142693) in view of Pecen et 
al. (U.S. Application # 2004/0097233) as applied to claims above, and further in view 
of Einola et al. (International Publication # 01/22764). 

Consider claims 16 and 28 as applied to claims 1 1 and 23, Feder et al. as 
modified by Pecen et al. fail to disclose acts of producing and sending a list of one or 
more handoff candidate identifiers to a serving base station transceiver system which 
excludes an identifier for the second base station transceiver system. 

In the related field of endeavor, Einola et al. disclose sending a CLASSMARK 
UPDATE message (read as list of handoff candidate identifiers) from the MS (16) (read 
as mobile station) to the BSC (18) (read as base station), which would exclude a list of 
networks not eligible for handover according to a set of preferences (read as second 
base station failing to provide predetermined communication service; see pg. 12, lines 1 
-33). 

Therefore, it would have been obvious to a person of ordinary skill in the art at 
the time the invention was made to modify the teachings of Feder et al. as modified by 
Pecen et al. with the teachings of Einola et al. in order to assist the base station in the 
handover process and reduce the burden of processing at the mobile station. 
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Consider claims 18 and 30, Feder et al. disclose a method of selecting a system 
(read as base station transceiver system; see abstract) in a mobile station comprising: 

scanning the environment for available communication systems (read as base 
station transceiver system; see abstract) to provide service for the mobile station; 

checking (read as identifying) each available system (read as base station 
transceiver system) detected in step S10 (see figure 2), to a list of allowable systems in 
the mobile client (read as mobile station; see [0020]) and determine if the systems are 
valid according to a Service Level Agreement or SLA from the primary service provider 
(read as identifying a base station that provides a predetermined service and by default 
identifying base station that fail to provide the predetermined service; [0020 - 0021]). 

Feder et al. fail to disclose a controller, radio frequency (RF) transceiver circuitry 
coupled to the controller, the RF transceiver circuitry including a receiver and a 
transmitter, and the mobile station using the controller and the RF transceiver circuitry 
to select a base station transceiver system for communication. 

In the related field of endeavor, Pecen et al. disclose a controller (206) and an 
RF transceiver (204) in the mobile station (see figure 2) to control the selection of a cell 
(see abstract). 

Therefore, it would have been obvious to a person of ordinary skill in the art at 
the time the invention was made to modify the teachings of Feder et al. with the 
teachings of Pecen et al. in order to provide a hardware system to carry out the method. 

Feder et al. as modified by Pecen et al. fail to disclose producing and sending a 
list of one or more handoff candidate identifiers to a serving base station transceiver 
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system which excludes an identifier for at least one base station transceiver system 
based on its failure to provide the predetemiined digital communication service. 

In the related field of endeavor, Einola et ai. disclose sending a CLASSMARK 
UPDATE message (read as list of handoff candidate identifiers) from the MS (16) (read 
as mobile station) to the BSC (18) (read as base station), which would exclude a list of 
networks not eligible for handover according to a set of preferences (read as second 
base station failing to provide predetermined communication service; see pg. 12, lines 1 
-33). 

Therefore, it would have been obvious to a person of ordinary skill in the art at 
the time the invention was made to modify the teachings of Feder et al. as modified by 
Pecen et al. with the teachings of Einola et al. in order to assist the base station in the 
handover process and reduce the burden of processing at the mobile station. 

Consider claims 19 and 31 and as applied to claims 18 and 30, Feder et al. that 
the SLA preference from the service provider prefers a 3G service (read as 
predetermined communication service; 0052]). 

Consider claims 20 and 32 as applied to claims 18 and 30, Feder et al. as 
modified by Pecen et al. fail to disclose the predetermined digital communication service 
comprises a Second Generation (2G) communication service. 

In the related field of endeavor, Einola et al. disclose a GSM service (read as 
second-generation communication service; see pg. 1 1 , lines 23 - 34). 

Therefore, it would have been obvious to a person of ordinary skill in the art at 
the time the invention was made to modify the teachings of Feder et al. as modified by 
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Pecen et al. with the teachings of Einola et al. in order to provide handoff service to and 
from existing 2G Infrastructure and not render the 2G wireless communication network 
obsolete which would be a waste of resources. 

Consider claims 21 and 33 as applied to claims 18 and 30, Feder et al. as 
modified by Pecen et al. fail to disclose that the list is sent as part of one of an 
origination message, a page response message, and a pilot strength measurement 
message. 

In the related field of endeavor. Einola et al. disclose CLASSMARK UPDATE 
message (read as one of origination message or page response message; see pg. 12. 
lines 21 - 26). 

Therefore, it would have been obvious to a person of ordinary skill In the art at 
the time the invention was made to modify the teachings of Feder et al. as modified by 
Pecen et al. with the teachings of Einola et al. in order to use an existing technique to 
conserve resources. 

Consider clainfis 22 and 34 as applied to claims 18 and 30, Feder et al. disclose 
various 3G systems including cdma2000 (see [0016]). 

Consider claim 35 as applied to claim 30, Feder et al. as modified by Pecen et 
al. fail to disclose that serving base station transceiver system utilizes the list of one or 
more handoff candidate identifiers to select one of the base station transceiver systems 
for communication with the mobile station. 

In the related field of endeavor, Einola et al. disclose the BSC (18) utilizes the 
CLASSMARK UPDATE message (read as list) when a handover is deemed necessary 
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and it sends a HARD HANDOVER message containing the UMTS AN CM information 
(read as identifiers) to the MSG (20) (see pg. 12, line 8 - pg. 13, line 29). 

Therefore, it would have been obvious to a person of ordinary skill in the art at 
the time the invention was made to modify the teachings of Feder et al. as modified by 
Pecen et al. with the teachings of Einola et al. in order to use an existing technique to 
conserve resources. 

Conclusion 

6. Any response to this Office Action should be faxed to (571 ) 273-8300 or mailed 
to: 

Commissioner for Patents 
P.O. Box 1450 
Alexandria. VA 22313-1450 



Hand-delivered responses should be brought to 

Customer Service Window 
Randolph Building 
401 Dulany Street 
Alexandria. VA 22314 

7. Any inquiry concerning this communication or earlier communications from the 
Examiner should be directed to Fayyaz Alam whose telephone number is (571) 270- 
1 102. The Examiner can normally be reached on Monday-Friday from 7:30am to 
5:00pm. 

If attempts to reach the Examiner by telephone are unsuccessful, the Examiner's 
supervisor, Rafael Perez-Gutierrez can be reached on (571) 272-7915. The fax phone 
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number for the organization where this application or proceeding is assigned is (571 ) 
273-8300. 

Infomnation regarding the status of an application may be obtained from the 
Patent Application Infomnation Retrieval (PAIR) system. Status infomnation for published 
applications may be obtained from either Private PAIR or Public PAIR. Status 
information for unpublished applications is available through Private PAIR only. For 
more infomnation about the PAIR system, see http://pair-direct.uspto.gov. Should you 
have questions on access to the Private PAIR system, contact the Electronic Business 
Center (EBC) at 866-217-9197 (toll-free) or 703-305-3028. 

Any inquiry of a general nature or relating to the status of this application or 
proceeding should be directed to the receptionist/customer service whose telephone 
number is (571)272-2600. 

Fayyaz Alam 
August 18, 2006 



SUPERVISORY PATENT EXAMINER 




